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Remarks 



Claim 1 cuimrtly stands rejected under 35 US.C. 1 12, fii^ paragraph, as foiling to 
comply Willi the written description requirement, alleging that the p«>viso language added to 
Amended Claim 1 in Applicants' last response presented an issue of new matter being added 
to the application. A:pplicattts respectfiilly disagree with the characterization of the pro viso 
as being new matter. However, in an effort to fecilitate the allowance of the application. 
Applicants have amended Claim 1 to remove the proviso language and instead limit Rl 'to 
being hydrogen and limit the positioning of substituent A to the 7-position of the 
benzo&ranyl ring. Support for these amendments is found on page 7, paragraphs ae) and an) 
noting the support for multiple selections of the preferred selections of individual substituent^ 
at page 10, lines 1-2. 

Applicants respectfidly draw the Examiner's attention" to the fact that the previously 
cited Owen reference does not teach or suggest compounds hav&ig the presently claimed 7- 
positionaminoalkylsubstituents. Furthermore, the previously cited Royer reference does not 
teach or suggest the presently claimed unsubstituted or monosubstituted 5-member ring of the 
benzofuranjl moiefy. 

Claim 2 currently stands rejected under 35 U.S.C. 1 12, second paragraph, as allegedly 
bemg indefinite for foiling to recite a dosage limitation in a pharmaceutical foim^ 
claim. Applicants respectfiilly disagree. As the Examiner states, certain understandings are 
inherent m the common usage of the term "pharmaceutical formulation" and it is understood 
that any marketed pharmaceutical formulation wUl have the active mgredient set at a 
particular dose, that dose being therapeuticaUy effective. However, a patent claim to a 
composition of matter that happens to be pharmaceutical formulation type of composition of 
matter, comprising a patentable compound need not have any other limitations to make it 
likewise novel and non-obvious and folly described with definiteness. Da the previously 
clauned composition, Applicants wore claiming a (any) composition that has a novel, non- 
obvrous, useful compound together with at 1^ one phairaaceuticaUy acceptable carrier, 
diluent or excipient Applicants assert that sue* a composition of matter is likewise novll, 
nonK)bvious and useful, and needs no other limitations to define its scope. Tbe use of the 
preamble term "phannaceutical formulation» does not require the claim to be limited m any 
other mamier for it to.be an allowable claim. In view of these comments. Applicants request 
that the rejection of Claim 2 under 35 U.S.C. 112 be withdrawn and the Claim allowed 
without amendment 

In the aheniative and in the event that Applicants' arguments are not accepted, 
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thet^uucally acceptable amount". nuxocr recite 

have ^^^'^"^V "^"^ ^-^-^ °^ Obviated aad ^ all issues 

nave been addressed. It is belisve^ +Kx. i^i - . jui issues 



Eli Lilty and Company 

Patent Division/RCT 
P.O. Box 6288 

Ihdian^lis, Lidiana 46206-6288 




Respectfully subtnitted. 




R. Craig Tu<*er 
Attorney/Agent for Applicants 
R^strationKo. 45,165 
Phone: 317-433-9829 



-9- 



PA(X1IV11'R(M}AT6j27l20054:18:02PM pastern Dayflprime]'SVR:USPTO-E^^ 



